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Reply to Office Action of April 24. 2006 

REMARKS 

Stains of the Claims 

Claims 1, 7-9, 22, 23, 25 and 34 are currently pending m the application. Claims 1-9, 22, 
23, 25 and 34 stand rejected. Claims 2-6, 10-21, 24 and 26-33 have been cancelled without 
prep d ce o dh all te n t e Reph of February 23, 2007. This Supplemental Amendment is 
submitted to enter a Declaration under 37 C.F.R. § 1.131 into the record. Reconsideration is 
respectfully requested. 

In addition to Applicants' response of February 23, 2007, the entire contents of which are 
incorporated herein by reference., in reply to all outst3adutji issues end rejec \ „ t 

additionally submit the following comments for the Examiner's consideration in response to the 
outstanding Office Action of April 24, 2006. 

Applicants submit herewith a Declaration under 37 C.F.R. § 1, 13! antedating the 
reference Taipab et al., GenSank Accession Number AF337549, February 2, 2002, The 
Declaration further clarifies the irrventive roles of the present Inventors with respect to the 
present!) -A timed subject matter, 

< ! 1 x ol leim nd Nina & ninen are not listed as authors mtfae 
Taipaie et a.l reference, Jaana Nopoia-Hemmi and Nina Karamen are properly named inventors. 
U.S. legal precedent holds that to be considered an inventor, a person must contribute to the 
conception of the invention. (See, Fritsch v. Lin, 21 U.S.P.Q.2d 1731, 1736, Bd. Pa;. App. int., 
1991, stating An this case it has been determined in considering the question of prior 
inventorship that knowledge of correct EPQ amino acid sequence information and precise 
procedures for isolating the EPO gene are critical aspects of conception with respect to the 
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invention a! issue. These are the ver components p the ins initios to which I lewick and Jacobs 
are said to have contributed/'}. 

Jaana Nopoia-Hemmi and Nina Kaminen contributed to the conception of the present 
invention by determining, along with Julia Kere and Mikko Taip.de. in determining thai ihe 
DYXC1 gene plays a role in dyslexia. Determination of a use or utility for a chemical compound 
is required for concq \ ■ peciaHj when the use or utility of an invention is not readily 
obvious to one of ordinary skill in the art. (See, D'Amtco v. Brown. 155 U.S.P.Q. 534, 537-538, 
Bd. Pat. App. M., 1967. stating, "a conception must be complete and operative the absence of 
any indication of a use is fatal to the case for Brown et ah" citing Merge ntiialer v. Scu(kter*tl 
App. D.C. 264, 189? CD. 724, D.C Cir. 1897; and Bid v. Chessin, 52 C.C.P.A. 1607, 347 F.2d 
898, 820 O.G. 1 771 , 146 U.S.P.Q. 293, C.C.P.A. 1965, see aha, Rey-Bdlet v. Engtekardt, 181 
U.S.P.Q. 453 i 456, C.C.P.A., 1974, stating, '"conception of that invention is not complete absent 
a conception of its utility" and Kridl v. McCormick, 4! U.S.P.Q.2d 1686, 1.691), Fed. Cir., 1997). 

h'^ \ vi \ - v i m ^ < , i_ i en i , i natonsto 

the presently claimed invention, are rightly named as Inventors herein, however they are also 
correctly not named as co-authors of the Taipale el al. reference. 

Additionally, Applicants assert that conception of the presently claimed invention was 
completed before the effective date of the Taipale et al, reference, though the contribution of 
Jaana Hopoia-Hemrai and Kina k.munen if «. vonecptim: of n,.- pa-sent unemmu is not 
reflected in riir lea pale ct al. reference. i.Va. Declaration, at paragraph 6 last sentence). 
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is disclosed in the Taipale et a!, reference. Applicants assert that the Taipale et a!, reference is not 
prior art with respect to the present application. 

Applicants believe the above clarifications folly address all outstanding rejections based 
on the Taipale et al. disclosure. Thus, reconsideration and withdrawal of these rejections (based 
on anticipation) are respectfully requested. 

If the Examiner has any questions or comments, please contact Thomas J. Siepmaorp 
Ph.D., Registration No 57,374. at the offices of Bitch, Stewart, Koiasch & Birch, LLP. 

If necessary, the Commissioner is hereby authorized in this, concurrent, and future 
replies, to charge payment or credit any overpayment to our Deposit Account No. 02-2448 For 
any additional lees required under 37 C.F.R. § 1.16 or under § 1.17: particularly, extension of 
time fees. 

Dated: April 20, 200? Respectfully submitted, 




BIRCH. STEWART, KOLASCH & BIRCH, LLP 
Sli-Kjatehouse Road 
Suite 100 East 
P.O. Box 747 

Falls Church, Virginia 22040-0747 
(703) 205-S000 
Attorney for Applicants 
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